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1 . In accordance with the duty of disclosure under 37 CF.R. § 1 .56 and in conformance 
with the procedures of 37 CF.R. §§ 1.97(c) and 1.98 and M.P.E.P. § 609, Applicant 

* hereby brings the references listed on the attached modified PTO Form No. 1449 to 

J the attention of the Examiner. It is respectfully requested that the references be 

I expressly considered during the prosecution of this application, and that the references 

j be made of record therein and appear among the "References Cited" on any patent to 

1 issue therefrom. 

i 

J 2. In accordance with 37 CFR § 1 .98(d), copies of the references listed on the attached 

PTO Form 1449 which have been submitted in prior applications which are herein 
f z relied upon for an earlier filing date under 35 U.S.C. § 120 are not being resubmitted, 

but will be provided on request. A copy of each patent, publication or other 
information listed on the attached modified PTO Form 1449 which has not previously 
\ been submitted to the Patent Office in the prior applications is enclosed\ 

3. The following enclosed references (also listed on the PTO Form 1449) were cited by 
an opponent in the EPO Opposition Proceedings, or by an Examiner or by third 
parties^during prosecution in the Japanese Patent Office: 
^(ll^Jetten, A.M., et al., (1986) Mol. Cell. Biol. 6:3341-3348. 

-(2) Alberts, T. (1994) Molecular Biology of the Cell, 3rd ed., p. 1072. 
(3) Japanese Unexamined Patent Publication No. 1-500964 [provided herewith as 
JWO 88/03168 which is the English language equivalent]. 
UtffEP 327 369 A2 

J[5) Fukuda, K., et al., (1987) Nature 327:623-625. 
^(6) Takahashi, T., et al. (1985) J. Physiol. (Paris) 80:229-232. 

4. In the parent application U.S. Ser No. 08/817,444, Applicant disclosed certain 
documents from the Opposition to EP 0 403 506 Bl, which is the corresponding EP 
patent of this application. Applicant further provides copies and English translations 
of the following documents: 

(1) Patentee's response of October 8, 1999 to communication according to Rule 
71(a) EPC issued by the European Patent Office. 
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(2) Brief in Opposition to EP 0 403 506 Bl filed in the European Patent Office by 
Hoechst AG (Ol), October 7, 1999. 

(3) English Translation of Brief in Opposition to EP 0 403 506 Bl filed in the 
European Patent Office by Hoechst AG (Ol), October 7, 1999. 

(4) Brief in Opposition to EP 0 403 506 Bl filed in the European Patent Office by 
Roche Diagnostics GmbH (02), October 7, 1 999. 

(5) English Translation of Brief in Opposition to EP 0 403 506 Bl filed in the 
European Patent Office by Roche Diagnostics GmbH (02), October 7, 1999. 

(6) Brief in Opposition to EP 0 403 506 Bl filed in the European Patent Office by 
Boehringer Ingelheim GmbH (03), November 15, 1999. 

(7) English Translation of Brief in Opposition to EP 0 403 506 Bl filed in the 
European Patent Office by Boehringer Ingelheim GmbH (03), November 15, 
1999. 

(8) Interlocutory Decision and marked copy of the disclosure and claims of 
EP0 403 506 Bl. 

5. Pursuant to Interference No. 104,347, Applicant further includes: 

(1) Berman Preliminary Motion (3) with Appendices A-C and the accompanying 
Third Declaration of Anthony B. Chen, Ph.D. (Exhibit 2032). 

(2) Housey Opposition to Berman Preliminary Motion (3) with Appendices A and 
B and the accompanying First Declaration of James D. Griffin, M.D. (Exhibit 
1010). 

(3) Berman Reply to Housey Opposition with Appendices 1-5 and accompanying 
Fourth Declaration of Anthony B. Chen, Ph.D. (Exhibit 2037). 

6. Two U.S. Patent publication are provided herewith. They are: U.S. Patent 5,877,007 
to Housey, which issued from U.S. Application Ser. No. 08/473,169 and which is not 
relied upon for an earlier filing date under 35 U.S.C. § 120; and U.S. Patent 4,981,790 
to Haseltine et al., which is of record in the aforementioned application. 

J 7. As a first office action on the merits has not been mailed in this application, no fee is 
believed due. However, should any such fees be due, the Commissioner is authorized 
to charge Deposit Account No. 1 1-0600 for such fees. A duplicate copy of this 
communication is enclosed. 


Dated: 



KENYON & KENYON 


One Broadway 
New York, N.Y. 10004 
(212) 425-7200 (telephone) 
(212) 425-5288 (facsimile) 
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